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Claims 18-28 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected invention, there being no 
allowable generic or linking claim. Election was made without traverse in the 
reply filed on 10/20/2005. 

The text of those sections of Title 35, U.S. Code not included in this 
action can be found in a prior Office action. 

Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combined teachings of Kawahara et al. and US patent #6,660,108 to 
Doko et al. (hereinafter "Doko '108"). 

Kawahara et al. and Doko '108 both teach the use of Fe-Mn-Si alloys of 
Aluminum to form heat exchanger fins. Although the claims have been 
amended to claim ranges of values just outside those taught in Kawahara et al. 
in particular, the substantial overlap in the values taught in these references 
with the claimed values is deemed sufficient by itself to establish prima facie 
the obviousness of the claimed alloy. As pointed out in MPEP 2144.05, "a 
prima facie case of obviousness exists where the claimed ranges and prior art 
ranges do not overlap but are close enough that one skilled in the art would 
have expected them to have the same properties. Titanium Metals Corp. of 
America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985)". Further, 
Doko '108 specifically teach that Fe values above 2.0 % by weight can be 
successfully employed in such alloys (lines 42-57 of column 3 of Doko '108), 
and Kawahara et al. specifically teach that Mn values of 0.6-1.8 % by weight 
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are advantageous (lines 17-21, 45-55 of column 9 of Kawahara et al.). Thus, it 
would have been obvious to one of ordinary skill in the art at the time the 
instant invention was made to increase the value of Fe used in Kawahara et al. 
slightly in view of the teaching of Doko '108, or alternately it would have been 
obvious to one of ordinary skill in the art at the time the instant invention was 
made to increase the value of Mn used in Doko '108 to at least 0.6 % in view of 
the teaching of Kawahara et al. 

Applicant's arguments filed 3/13/2006 have been fully considered but 
they are not persuasive or are moot in view of the new grounds of rejection. 

In general, the routine optimization of variables (such as ingredients in a 
composition, such as elements in a metal alloy) known in the art to be result- 
effective is considered obvious. In re Alter et at, 105 U.S.P.Q. 233 ; In re 
Antonie, 195 U.S.P.Q. 6. All of the additives claimed in claim 1 are clearly 
recognized as result-effective. 

Once a prima facie case of obviousness has been made, it is incumbent 
upon the applicant to come forward with objective evidence of nonobviousness. 
No such evidence is explicitly pointed to in the applicant's response, but 
various comments made by the applicant merit response! 

The illustrative example given in Kawahara et al. seemingly prompted the 
addition of the "substantially free of breakage" language to claim 1 . Based on 
this single example, applicants incorrectly construe Kawahara et al. as 
teaching that "Fe concentrations greater than 2.0 % result in breakage during 
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cold rolling''. However, the teachings of the prior art taken together do not 
support such a sweeping statement. Kawahara et al. teach that 

Mn reacts with Fe simultaneously added in a large amount, to form an 

Al — Mn — Fe ( — Si) -series compound, which suppresses an Al — Fe compound that 

works as a cathode side, from depositing, to improve self-corrosion 

resistance. 

Since comparative example M employs values of Mn that are below the upper 
limit of the recommended content of Mn, given the statement above one of 
ordinary skill in the art, considering the cited statement above, and 
considering Doko '108's teaching that values of Fe as high as 2.2 % can be 
successfully used with Mn amounts as low as 0.3 % or less, would expect that, 
even if the cracking problem of example M were due to early crystallization of 
the Mn-Fe-Si compound, such cracking would not be a problem where the 
content of Mn and/ or Si were at the upper end of the range taught. In other 
words, if these elements form a compound during casting, the appropriate 
amount of any would be proportionate to the amounts of the remaining 
elements. Thus, Fe content above 2.0 % would not be expected to cause 
problems if proportionately high amounts of Mn and Si were also used. 

It is also inappropriate to attribute the cracking problem of comparative 
example M definitively to Fe content above 2.0 % by weight in the alloy. 
Numerous other factors, such as cold rolling t parameters, annealing 
parameters, etc. may contribute to, or cause, the problem experienced in this 
example. 
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Doko '108's teaching of the possibility of using Fe values as high as 2.2 
percent further supports the prima facie case of obviousness. Although both 
Doko '108 and Kawahara et al. teach preferred values that lie just outside the 
range now being claimed, applicants should keep in mind that nonpreferred 
embodiments constitute prior art, and that preferred embodiments "do not 
constitute a teaching away from a broader disclosure or nonpreferred 
embodiments". MPEP2123. 

Finally, arguments that the ranges now being claimed (that were 
amended to avoid the prior art) are critical ranges are undercut by the 
originally filed disclosure which indicates that values of Fe lying within the 
range taught in Kawahara et al. (i.e. 2.0 % by weight) represent "a good 
compromise for balancing post braze strength and ease of manufacture", and 
further that Fe content as low as 1.9 % is appropriate. 

Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on 
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the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Allen J. Flanigan whose telephone 
number is (571) 272-4910. The examiner can normally be reached on M-F 
9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Gene Mancene can be reached on (571) 272-4930. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). ^ r — y 




Allen J. Flanigan 
Primary Examiner 



